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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 2-22 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. The claim language "can be" is indefinite. It is unclear as to how this further 
limits the claims. If the claimed element "can be" a specified embodiment, then it "can 
be" another embodiment. The alternative embodiment is neither claimed or specified. 
As such, the language is indefinite. 

4. The claims identify the esters as being saturated or unsaturated as well as 
branched or linear. This is indefinite because it is unclear as to how this further limits 
the claims. All elements falling within the scope of the claims is either branched or 
linear and either saturated or unsaturated. There are no elements that can fall within 
the scope of the claims that are neither branched or linear and saturated or unsaturated. 
As such, the language is not further limiting and/or indefinite. Clarification is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 1 2-22 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Benecke et al. US 6,797,753 in view of Graham et al. US 3,803,072 and in view of 
Kuester etal. US 3,377,304. 

7. Benecke et al. discloses PVC plasticizers derived from vegetable oils, See the 
abstract. These vegetable oils are fatty acid esters that can be formed from lower 
alcohols, see column 3 lines 34+ and column 5 lines 45+. The epoxidation of the fatty 
acid esters is discussed at column 6 lines 40+. This disclosure is seen to suggest the 
claimed epoxidized isobutanol ester (i). The incorporation of butyl stearate is expressly 
stated at column 4 line 59. This is a homologue of methyl stearate that is claimed. 
These plasticizer are intended to be used in place of the conventionally used phthalate 
plasticizers, see column 7 lines 25+. Benecke et al. does not expressly disclose the 
claimed combination of the epoxy isobutanol fatty acid acid ester and methyl fatty acid 
ester in combination. 

8. Graham et al. also shows PVC plasticized with fatty acid esters and epoxidized 
fatty acid esters, see column 4 lines 15-17 and lines 48-60. Herein the claimed methyl 
esters are discussed as conventional plasticizers for PVC. Graham et al. does not 
expressly disclose the claimed combination of the epoxy isobutanol fatty acid acid ester 
and methyl fatty acid ester in combination. 

9. Kuester et al. shows the epoxy isobutyl fatty acid ester as a plasticizer for PVC, 
see column 1 lines 65-72. Kuester et al. does not expressly disclose the claimed 
combination of the epoxy isobutanol fatty acid acid ester and methyl fatty acid ester in 
combination. 
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1 0. It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to use the methyl ester of Graham et al. in combination with the 
epoxy isobutyl fatty acid ester of Kuester et al. as a plasticizer combination in the 
invention of Benecke et al. One having ordinary skill in the art would have been 
motivated to combine the teachings of the art in this manner given the art recognized 
function of the plasticizer compounds. PVC resins are the most widely plasticized 
resins in the world. The use of combinations of plasticizers is well known and 
conventional. Each of the claimed plasticizers is known as a plasticizer for PVC. It is 
prima facie obvious to combine known ingredients and have them function in an 
expected manner. Obviousness does not require absolute predictability but rather a 
reasonable expectation of success. Given the general understanding and the state of 
the art, one would have a reasonable expectation of success when using the 
plasticizers in combination with one another as claimed. 

1 1 . The results in the specification have been fully considered but fail to overcome 
the art rejection of record. The single inventive run does not support the breadth of the 
claims and the single comparative run does not represent the closest prior art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter D. Mulcahy whose telephone number is 571-272- 
1 107. The examiner can normally be reached on Mon.-Fri. 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Peter D. Mulcahy/ 

Primary Examiner, Art Unit 1796 



